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REMARKS 

Claims 1-24 are currently pending in this application. Claims 1,6, 11, 13, 15, 17, 19 and 
20 have been amended. Reconsideration of the application in view of the following comments is 
respectfully requested. 

Response to the Examiner's Comments 

Reissue Oath/Declaration 

The Examiner objected to the reissue oath/declaration submitted in this case as defective 
due to a typographical error with respect to the issue date of U.S. Patent No. 6,277,395. A 
'Corrected reissue oath/declaration is submitted with this amendment. Applicants respectfully-^ 
submit that the corrected reissue oath/declaration fully addresses the Examiner's concerns. 

The New Matter Rejection Under 35 U.S.C. 251 

"Swallowing the combination immediately after the combining step" 
The Examiner rejected Claims 15-20 under 35 U.S.C. 251 as being based upon new 
matter. The Examiner stated in the first office action that Claims 15-20 recite a limitation, 
"swallowing the combination immediately after the combining step," that does not have support 
in the original issued patent. As explained above, during the telephone interview the Examiner 
stated that his objection was to the term "immediately" in the claim limitation. In order to 
respond to the Examiner's objection, Applicants have deleted the term "immediately" from 
Claims 15, 17, and 19-20, and have instead specified that swallowing occurs "in conjunction 
with" the combining step. This language is intended to indicate that the material to be swallowed 
is combined with the prepared material by the end user or someone assisting the end user, not 
during the manufacturing process that produces the "prepared form." 

Applicants respectfully submit that the limitation as amended, "swallowing the 
combination in conjunction with the combining step," is fully supported by the specification. 
(See U.S. Patent No. 6,277,395; Col. 4, lines 15-22, stating that in one embodiment, the 
swallowing-assistive drink is poured into the mouth and swallowed together with the medicine, 
as well as several other instances indicating that one takes an already-prepared swallowing- 
assistive drink, which is then combined with a medicine and swallowed shortly thereafter.) 

Applicants respectfully submit that this objection has been overcome. 
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u Solid material" 

The Examiner also rejected Claims 19 and 20 in the first office action, stating that the 
term "solid material" in the limitation "a method for swallowing a solid material, comprising the 
steps of ... combining the swallowing-assistive material with the solid material; wherein the 
solid material is enwrapped within the swallowing assistive material" does not have support in 
the original issued patent. As stated above, the Examiner withdrew this objection during the 
telephone interview. 

The Written Description Requirement Rejection Under 35 U.S.C. 1 12, first paragraph 
"Swallowing the combination immediately after the combining step" 
The Examiner rejected Claims 15-20 in the first office action for failing to comply with 
the written description requirement of 35 U.S.C. 1 12, first paragraph. Specifically, the Examiner 
stated that the limitation "swallowing the combination immediately after the combining step" is 
not supported in the specification. As explained above, during the telephone interview the 
Examiner stated that his objection was to the term "immediately" in the claim limitation. In 
order to respond to the Examiner's objection to the term "immediately" Applicants have 
amended the claims to remove the term "immediately" from Claims 15, 17, and 19-20, and have 
instead specified that swallowing occurs "in conjunction with" the combining step. 

Applicants respectfully submit that the limitation as amended, "swallowing the 
combination in conjunction with the combining step," is fully supported by the specification and 
conveys to one of ordinary skill in the art that the inventor(s) had possession of the claimed 
invention at the time the application was filed. (See U.S. Patent No. 6,277,395; Col. 4, lines 15- 
22, stating that in one embodiment, the swallowing-assistive drink is poured into the mouth and 
swallowed together with the medicine.) Applicants respectfully submit that amended Claims 15- 
20 comply with the written description requirement. 

"Solid material" 

The Examiner also rejected Claims 19-20 in the first office action as not supported by the 
specification. More specifically, the Examiner stated that the limitation "a method for 
swallowing a solid material, comprising the steps of ... combining the swallowing-assistive 
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material with the solid material; wherein the solid material is enwrapped within the swallowing 
assistive material" in Claims 19-20 is not supported by the specification. As stated above, the 
Examiner withdrew this objection during the telephone interview. 

The § 103(a) Rejection of Claims 1-24 over Speck et al 

The PTO rejected Claims 1-24 as obvious over Speck et al. (U.S. Patent No. 5,010,061). 
The previous Examiner stated in the first office action that Speck et al. discloses drinkable 
compositions comprising water and paste, which form a viscous liquid, and a medicine 
enwrapped in the viscous liquid as well as methods for taking a medication. As discussed above, 
the Examiner has agreed that the "prepared form" limitation in Claims 15, 17, 19-21 and 23 
distinguishes the claims over Speck et al. Applicants agreed during the telephone interview to 
add a related or similar limitation to the remaining independent claims to overcome the 
obviousness rejection over Speck et al. Accordingly, Claims 1 and 6 have been amended to 
include the product-by-process limitation "packaged in a prepared form in the absence of a 
medication prior to enwrapping the medicine" and Claims 11 and 13 have been amended to 
include the limitation "in a prepared form." With respect to the composition claims, Applicants 
submit that the current product-by-process limitation defines a real difference in the end product, 
i.e., in the combination that is prepared containing the medicine, prior to being swallowed. A 
medicine that is mixed into an aqueous medium and then packaged will tend to interact with that 
aqueous medium, because medicines, as herein intended, interact with aqueous media over time 
through dissolution, dispersion, or otherwise; if not, they would not fulfill their intended function 
by interacting with the aqueous medium of the body. Thus, a bitter medicine, for example, that 
was pre-mixed in a packaged form with a swallowing-assistive drink would likely taste bitter to 
the end user. This can be distinguished from a swallowing-assistive drink that is pre-packaged in 
the absence of that medication, where the medicine is then mixed into that prepared product by 
the end user. Applicants respectfully submit that pending claims 1-24 are patentable over Speck 
et al. as Speck does not disclose, teach, or suggest the claimed invention. 

Conclusion 

In view of the foregoing, Applicants respectfully submits that all pending claims of the 
present application are in condition for allowance, and such action is earnestly solicited. If, 
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however, any questions remain, the Examiner is cordially invited to contact the undersigned so that 
any such matter may be promptly resolved. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 1 1-1410. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: 
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DECLARATION PURSUANT TO 37 CJHR. 1.175 • USA REISSUE AMPLICATION 
As a below narwd inventor, I hereby declare that: 

My residence, post office address and citizenship are s s stated below next to my name; 

I believe I ajji 9ft original, fint and jofett inventor of he subject matter which ia droned 
and for which a reissue patent is sought oo tbs invention cm itted S WALLOWING-ASSISTXVB 
DRINK; due specification of which wv filed on Mar. Ill, 2000 aa Application Serial No. 
09/524,147, and issued on Aug, 2l„ »001 aa Patent No, < ,277395, 

I hereby rate that I have reviewed and understand < tie contents of the above identified 
specification, including the claims, aa amended by any amend cnent referred to above; 

I acknowledge the duty to disclose mfonnadem wldch la material to patentability aa 
defined in Tifle 37, Cede of Federal Regulations, § 1.56; 

Ib*U#7c that my origin*! tXS. Patent No. 6,277,395 Is wholly or partially inoperative or 
invalid by reason of the patentee chiming mere or leas than the paneotne had a right to claim in 
iho patent Specifically, the claims, as originally issued, did ixft specifically claim * product Hut 
is in prepared form, uncornhincd with a medicine, or a racthi id wherein tfco swaltowing-aaaigtive 
material is combined with a qedkdna and the combinah<m is swallowed fnrmcritatttjy after the 
combmmg atep. This error is remedied in the present rdisue application by die addition of 
Claims 15, 17, 19, and 20 to methods for taking a medicine i nd Claims 21 and 23 to swallowing 
assistive materials, which claims specifically include (he d sired limitations, hi addition, the 
specification and claims replace the unconventional term "jel y strength** with the rnoxe idiouuxfic 
term strength." 

All errors, which are being corrected in the present rassuc application up to the time of 
filing of this declaration arose without any deceptive intentkn i on the part of the applicant; 

I hereby declare that all statements mads herein of my own knowledge are true and that 
all atatcmenta made on infaocnarian and belief axe believer L to be true; and farther that these 
statements were made with the knowledge that vtfUfiil false statements and die like zo made axe 
punishable by fine or imprisonment, or both, under Section 1 001 of Tide 18 of the United States 
Code and that such willflrf, raise statements may jeopardize 1 bo validity of the application or any 
patent issued thereon. 



Full name of first inventor. AtsulLo Fufcui 

Inventory signataro /2AaZ4xJz*0 ^fcodbttA 

Date , (I ^ T/ ^Jj Zoo 9- 

Residence: 3" 11 ~ ( *- M!*cr* Y*fo* k*^do~ C ^ijy Mfa- t ^of****- 
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Citizenship: ITAjpgAv 



Post Office Address; 2r4-g. H',y <U b.^ , fii^l*. fc^ 1=>^ "^apo* 
Poll name of Second inventor Maaanori Nakajima 
Inventor 1 * rigMtur y^^*^^^^ 

Fesidencn: rf-chtunb M^^a.M'thn ffli 



CittoeBaihip: ItLpOJL 



Post Office Address; gwf-ft, H ft&jfc fe» Jtt.dijttik J a 'Tof/P . (Topo* 
Full name of third inventor Talcashf Kamljlma 

Iaventort signature feh&A&L MjB/ITU^ima. 

Date 6. // . JZQgfr 

Residence. tyOO, Tf&Wft,, fag. aU , /foyggg 
atteenahlp: fopaOL 

Post Office Address: 3?6~0/// 2^-*. H^<U kx~*K O0y*k-k«, 

Full name of Ibnith inventor. Mikft Ohta 

lnvcntort signature 'Tnlkfk fc&JZK 

Date ; A. J I . D_Q/?V 

Residence: A~?Q/-/ f^iij^n Ua m^O^tjVajnjl&t 
Otlzsnshijp: JtkpnLflS 

Post Office Adfccss: jf^ZJ^L Z-4~*, RlytiU k*~J+j Cttycrt*-^, 
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